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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE MONTH(S) OR THIRTY (30) DAYS, 

WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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DETAILED ACTION 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after allowance or after an Office 
action under Ex Parte Quayle, 25 USPQ 74, 453 O.G. 213 (Comm'r Pat. 1935). Since 
this application is eligible for continued examination under 37 CFR 1.114, and the fee 
set forth in 37 CFR 1.17(e) has been timely paid, prosecution in this application has 
been reopened pursuant to 37 CFR 1.1 14. Applicant's submission filed on August 11, 
2006 has been entered. 

Applicants elected the species Ac-Pro-His-Ser-Cys(Ac)-Asn-Dox in the reply filed 
May 27, 2005. This species was searched and found free of the prior art. Therefore, 
Examiner elected a new species (Ac-Pro-His-Ser-Cys-Asn-NH 2 ) from amongst those 
encompassed by the instant claims. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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Claim 64 is rejected under 35 U.S.C. 102(b) as being anticipated by Livant et al 
(Cancer Research, 2000, cited in the PTO-892 of 8/1 1/2005) or by Livant (US 
6,001,965, citation A19 in the IDS of 08/11/06). 

Both references teach a compound of Formula (V), Ac-Pro-His-Ser-Cys-Asn-NH 2 
[Ac-PHSCN-NH 2 ] wherein s is 0, r is 0, R 30 is Ac, X 2 is Pro, X 3 is His, X4 is Ser, X 5 is Cys 
[y is 0, n is 1 and R13 is H], Xe is Asn [m is 1], R 4 is H and R31 is H (e.g., abstract, lines 
6-7 and 21-22 of Cancer Research and see, e.g., claims 1-3 of US 6,001,965). 

Therefore, the references are deemed to anticipate the instant claim above. 



Double Patenting 

Claims 64-67 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1, 5, 19-20, 22- 
42, 55-56 and 58-59 of copending Application No. 10/723,144. The instantly claimed 
invention and the invention claimed in Application '144 are both drawn to a genus of 
compounds which contain overlapping subject matter Further, the instantly claimed 
broad formula (V) of the instant application encompasses and/or is encompassed by the 
claimed broad formula (I) of Application '144. 

This is a provisional obviousness-type double patenting rejection. 
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Conclusion 



No claim is allowed. 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marcela M. Cordero Garcia whose telephone number is 
(571) 272-2939. The examiner can normally be reached on M-Th 7:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cecilia J. Tsang can be reached on (571) 272-0562. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Sen/ice Representative or access to the automated information 
system, call 800-786-91 99 (IN USA OR CANADA) or 571 -272-1 000. 




Marcela M Cordero Garcia, Ph. 
Patent Examiner 
Art Unit 1654 
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